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SUBJECT: PATENT ARTICLE OF ERDA/CEA NUCLEAR AGREEMENT 

1 . FOLLOWING IS TEXT OF REVISED PATENT ARTICLE DRAFTED 
JOINTLY NOVEMBER 19 BY YVES LE NIGER OF CEA AND ERDA 
ASSISTANT GENERAL COUNSEL FOR PATENTS. 

QUOTE 

ERDA/CEA NUCLEAR AGREEMENT PATENT ARTICLE 

1 . WITH RESPECT TO ANY INVENTION OR DISCOVERY CONCEIVED 
OR FIRST ACTUALLY REDUCED TO PRACTICE IN THE COURSE OF 
OR UNDER THE COOPERATIVE ACTIVITIES UNDERTAKEN BY THE 
PARTIES IN IMPLEMENTING THIS AGREEMENT: 

A. IF CONCEIVED OR FIRST ACTUALLY REDUCED TO PRACTICE 
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BY PERSONNEL OF A PARTY (THE ASSIGNING PARTY) OR ITS 
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CONTRACTORS WHILE ASSIGNED TO THE OTHER PARTY (THE 
RECIPIENT PARTY) OR ITS CONTRACTORS IN CONNECTION WITH AN 
EXCHANGE OF SCIENTISTS, ENGINEERS, AND OTHER SPECIALISTS: 

(1) THE RECIPIENT PARTY SHALL ACQUIRE ALL RIGHT, 

TITLE, AND INTEREST IN AND TO SUCH INVENTION OR DISCOVERY, 

AND ANY PATENT APPLICATION OR PATENT THAT MAY RESULT, 

IN ITS OWN COUNTRY AND IN THIRD COUNTRIES; AND 

(2) THE ASSIGNING PARTY SHALL ACQUIRE ALL RIGHT, 

TITLE, AND INTEREST IN AND TO SUCH INVENTION, DISCOVERY, 
PATENT APPLICATION, OR PATENT IN ITS OWN COUNTRY. 

B. IF CONCEIVED OR FIRST ACTUALLY REDUCED TO PRACTICE 
BY A PARTY OR ITS CONTRACTORS AS A DIRECT RESULT OF 
EMPLOYING INFORMATION WHICH HAS BEEN COMMUNICATED TO IT 
UNDER THIS AGREEMENT BY THE OTHER PARTY OR ITS CONTRACTORS, 
BUT NOT OTHERWISE AGREED TO UNDER A COOPERATIVE EFFORT 
COVERED BY SUBPARAGRAPH 1C: 

(1) THE PARTY SO CONCEIVING OR FIRST ACTUALLY REDUCING 

TO PRACTICE SUCH INVENTION OR DISCOVERY SHALL ACQUIRE ALL 
RIGHT, TITLE, AND INTEREST IN AND TO SUCH INVENTION OR 
DISCOVERY, AND ANY PATENT APPLICATION OR PATENT THAT 
MAY RESULT, IN ITS OWN COUNTRY AND IN THIRD COUNTRIES; AND 

(2) THE OTHER PARTY SHALL ACQUIRE ALL RIGHT, TITLE, 

AND INTEREST IN AND TO SUCH INVENTION, DISCOVERY, PATENT 
APPLICATION, OR PATENT IN ITS OWN COUNTRY. 

C. FOR OTHER SPECIFIC FORMS OF COOPERATION, INCLUDING 
EXCHANGES OF SAMPLES, MATERIALS, INSTRUMENTS, AND 
COMPONENTS FOR SPECIAL JOINT RESEARCH PROJECTS, THE 
PARTIES SHALL PROVIDE FOR APPROPRIATE DISTRIBUTION OF 
RIGHTS TO INVENTIONS. IN GENERAL, HOWEVER, EACH PARTY 
SHOULD NORMALLY DETERMINE THE RIGHTS TO SUCH INVENTIONS 
IN ITS OWN COUNTRY, AND THE RIGHTS TO SUCH INVENTIONS IN 
OTHER COUNTRIES SHOULD BE AGREED BY THE PARTIES ON AN 
EQUITABLE BASIS (AND SHOULD NORMALLY PROVIDE FOR A ROYALTY 
OR SOME OTHER FORM OF COMPENSATION). 
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D. NOTWITHSTANDING SUBPARAGRAPHS 1A AND IB ABOVE, IN 
ANY CASE WHERE ONE PARTY FIRST ACTUALLY REDUCES TO 
PRACTICE AFTER THE EXECUTION OF THIS AGREEMENT AN 
INVENTION, EITHER CONCEIVED BY THE OTHER PARTY PRIOR TO 
THE EXECUTION OF THIS AGREEMENT, OR MADE OR CONCEIVED NOT 
IN THE COURSE OF OR UNDER A COOPERATIVE ACTIVITY 
IMPLEMENTING THIS AGREEMENT, THEN THE PARTIES SHALL 
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PROVIDE FOR AN APPROPRIATE DISTRIBUTION OF RIGHTS, TAKING 
INTO ACCOUNT EXISTING COMMITMENTS WITH THIRD PARTIES; 
PROVIDED, HOWEVER, THAT EACH PARTY SHALL DETERMINE THE 
RIGHTS TO SUCH INVENTION IN ITS OWN COUNTRY. 

E. IT IS UNDERSTOOD THAT AFTER THE EUROPEAN PATENT 
CONVENTIONS HAVE COME INTO FORCE, EITHER PARTY MAY REQUEST 
A MODIFICATION OF THIS PARAGRAPH 1 FOR THE PURPOSE OF 
ACCORDING EQUIVALENT RIGHTS AS PROVIDED IN SUBPARAGRAPHS 
1A THROUGH ID ABOVE UNDER THE EUROPEAN PATENT CONVENTIONS. 

2. THE PARTY OWNING A PATENT COVERING ANY INVENTIONS 
REFERRED TO IN PARAGRAPH 1 OF THIS ARTICLE SHALL LICENSE 
THE PATENTS TO NATIONALS OR LICENSEES OF THE OTHER PARTY, 
UPON REQUEST OF SUCH OTHER PARTY, ON NON-DISCRIMINATORY 
TERMS AND CONDITIONS UNDER SIMILAR CIRCUMSTANCES. AT 
THE TIME OF SUCH A REQUEST, THE OTHER PARTY WILL BE 
INFORMED OF ALL LICENSES ALREADY GRANTED UNDER SUCH PATENT. 

3. EACH PARTY SHALL TAKE ALL NECESSARY STEPS TO PROVIDE 
THE COOPERATION FROM ITS INVENTORS REQUIRED TO CARRY OUT 
THE PROVISIONS OF THIS ARTICLE. EACH PARTY SHALL ASSUME 
THE RESPONSIBILITY TO PAY AWARDS OR COMPENSATION 
REQUIRED TO BE PAID TO ITS EMPLOYEES ACCORDING TO THE 
LAWS OF ITS COUNTRY. 

UNQUOTE 

2. ERDA PREFERS TO DELETE THE LAST THIRTEEN WORDS OF 
PARAGRAPH 1C. THESE WORDS HAVE BEEN SUPERSEDED BY 
CHANGES MADE NOVEMBER 19 IN PARAGRAPHS 1A AND IB, IN 
WHICH IT WAS AGREED TO DELETE PROVISIONS FOR EXCHANGE OF 
LICENSES IN VIEW OF CHANGES MADE IN PARAGRAPH 2. 
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CONSEQUENTLY, THE THIRTEEN WORDS HAVE NO MEANING AND 
SHOULD BE STRUCK FROM THE TEXT. 

3. DURING NOVEMBER 19 MEETING, IT WAS ALSO AGREED THAT 
ERDA WOULD PROVIDE SIDE LETTER TO AGREEMENT AS FOLLOWS: 

QUOTE 

ARTICLE 8 INCLUDES THE TERM QUOTE IN THE COURSE OF OR 
UNDER, UNQUOTE DRAFTED PURSUANT TO SECTION 152 OF THE 
ATOMIC ENERGY ACT OF 1954, AS AMENDED. THIS TERM WILL 
BE APPLIED EXCLUSIVELY TO INVENTIONS AND DISCOVERIES 
CONCEIVED OR FIRST ACTUALLY REDUCED TO PRACTICE IN 
IMPLEMENTING THE AGREEMENT. 
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UNQUOTE ROBINSON 

UNCLASSIFIED 
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